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DETAILED ACTION 



Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

3. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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4. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Umebayashi 
(US 202/0174930 Al) in view of Pisani (US 3,759,198). 

As to claim 1, Umebayashi discloses a folding apparatus (Figure 1 and 2), comprising: a 
folding section (item 40) for folding a web in two so that opposite side edges of the web are in a 
predetermined positional relationship with respect to each other (as shown in Figures 1 and 2); a 
detecting section (sensors 41; see paragraphs 0048-50; see also paragraphs 0051-0062) for 
detecting a reference portion of the web to be used as a reference in a web folding operation so 
as to output positional information regarding a position of the detected reference portion; and a 
control section (such as a compensator, modern control, or fuzzy control) for controlling the 
correction section based on the positional information so as to bring a positional relationship 
between the opposite side edges of the web closer to the predetermined positional relationship 
(see, for example, paragraphs 0054-59). See especially claims 9, which recites "apparatus for 
producing a disposable worn article, comprising: a folding section comprising a contact member 
that contacts a web for folding the web in two so that opposite side edges of the web are in a 
predetermined positional relationship with respect to each other; a correcting section for 
correcting the positional relationship between the web being carried to the folding section and 
the contact member; a detecting section for detecting a reference portion of the web to be used as 
a reference in the folding operation so as to output positional information regarding a position of 
the detected reference portion; and a controller for controlling the correction of the positional 
relationship by the correcting section based on the positional information." 

Umebayashi does not disclose a correction section for correcting a moving direction of 
the web by contacting the web in the folding section. Umebayashi only discloses that the 
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correcting section is for correcting the positional relationship between the web being carried to 
the folding section and the contact member. 

However, Pisani does not disclose a correction section (item 45, best shown in Figure 3) 
for correcting a moving direction of the web by contacting the web (via drawing roller 66) in the 
folding section (generally, the folding section is the triangular frame). Pisani also uses a 
detecting section (such as photocell 38) and independent control (column 4, lines 39-40) which 
also operates to control the correction section based on the positional information so as to bring a 
positional relationship between the opposite side edges of the web closer to the predetermined 
positional relationship. Pisani also discloses a number of benefits and motivations for utilzing 
this invention; namely that the invention reduces the dimensions of the apparatus, reduces the 
need for operator involvement, and reduces ruffles in the fabric or web (see column 6, lines 7- 
19). Therefore, it would have been obvious for one of ordinary skill in the art at the time of the 
invention to have utilized the correction section of Pisani in order to achieve the benefits of 
reduced dimensions of the apparatus, reduced need for operator involvement, and reduced ruffles 
in the fabric or web. 

As to claim 2, Umebayashi discloses that the correction section corrects a moving 
direction of the web by altering a tension of the web (see paragraph 0019, 0045-47, 0062 and 
0065). 

As to claim 3, Umebayashi discloses a folding apparatus (Figure 1, 2) for folding in two a 
continuous web being continuous in a running direction of the web so that opposite side edges of 
the web are in a predetermined positional relationship with respect to each other, the apparatus 
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comprising: an abutting member (folding sailor 1) provided so as to extend in the running 
direction between the opposite side edges of the web, wherein the abutting member abuts against 
the web to fold the web into a V or U shape (as a result of the folding sailor); a nipping member 
(such as guide bars 51) provided downstream of the abutting member for nipping the web folded 
by the abutting member so as to fold the web in two; a detecting section (such as sensors 41, see 
Figure 2) for detecting a reference portion of the web to be used as a reference in a web folding 
operation so as to output positional information regarding a position of the detected reference 
portion; and a control section for controlling based on the positional information so as to bring a 
positional relationship between the opposite side edges of the web closer to the predetermined 
positional relationship (see, for example, paragraphs 0054-59, and see especially claims 9, which 
recites the folding section, detecting section, and controller). 

Umebayashi does not disclose a contact section provided between an upstream end of the 
abutting member and the nipping member for contacting an inner surface and/or an outer surface 
of the web being folded in the V or U shape a driving section for changing a state of contact of 
the contact section and/or the abutting member with the web, or that the control section for 
controlling an action of the driving section. 

However, Pisani discloses a contact section (elements 45) provided between an upstream 
end of the abutting member and the nipping member for contacting an inner surface and/or an 
outer surface of the web being folded in the V or U shape, a driving section (such as 
electromagnets 69 and driving reduction unit 63 and 64, and the associated subelements of 
Figure 3) for changing a state of contact of the contact section and/or the abutting member with 
the web, and that the control section for controlling an action of the driving section. Pisani also 
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uses a detecting section (such as photocell 38) and independent control (column 4, lines 39-40) 
which also operates to control the correction section based on the positional information so as to 
bring a positional relationship between the opposite side edges of the web closer to the 
predetermined positional relationship. Pisani also discloses a number of benefits and 
motivations for utilzing this invention; namely that the invention reduces the dimensions of the 
apparatus, reduces the need for operator involvement, and reduces ruffles in the fabric or web 
(see column 6, lines 7-19). Therefore, it would have been obvious for one of ordinary skill in the 
art at the time of the invention to have utilized the correction section of Pisani in order to achieve 
the benefits of reduced dimensions of the apparatus, reduced need for operator involvement, and 
reduced ruffles in the fabric or web. 

As to claim 4, Umebayashi discloses a method for producing a worn article, the method 
comprising the steps of: placing an absorbent body on a surface of a web (see paragraph 0031; 
see Figure 1, placing section 10 and drum 1 1 ); folding the web in two (see paragraph 0033-34) in 
a folding section (folding section 40, folding sailor 1) so that opposite side edges of the web are 
close to or aligned with each other; detecting a reference portion of the web to be used as a 
reference in a folding operation to generate positional information regarding a position of the 
detected reference portion; bonding portions of the folded web to each other to form a bonded 
portion (see paragraph 0036, see drum 61); and cutting the bonded web along the bonded portion 
(see paragraph 0036 as well, the same structure that performs the bonding also performs the 
cutting). See also claim 1 of Umebayashi, which "a method for producing a disposable worn 
article, comprising the steps of: placing an absorbent on a surface of a web; folding the web in 
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two so that opposite side edges of the web are brought close to each other or laid on each other; 
detecting a reference portion of the web to be used as a reference in the folding operation so as to 
generate positional information regarding a position of the detected reference portion; correcting 
a path of the web based on the positional information so that the opposite side edges of the 
folded web are in a predetermined positional relationship with respect to each other; bonding 
portions of the folded web to each other so as to form a bonded portion; and cutting the bonded 
web along the bonded portion." 

Umebayashi does not disclose correcting a path of the web based on the positional 
information so that the opposite side edges of the folded web are in a predetermined positional 
relationship with respect to each other by bringing a contact section into contact with the web in 
the folding section; 

However, Pisani discloses a correcting a path of the web based on the positional 
information so that the opposite side edges of the folded web are in a predetermined positional 
relationship with respect to each other by bringing a contact section into contact with the web in 
the folding section by use of a contact section (elements 45) which provided between an 
upstream end of the abutting member and the nipping member for contacting an inner surface 
and/or an outer surface of the web being folded in the V or U shape, a driving section (such as 
electromagnets 69 and driving reduction unit 63 and 64, and the associated subelements of 
Figure 3) for changing a state of contact of the contact section and/or the abutting member with 
the web, and that the control section for controlling an action of the driving section. Pisani also 
uses a detecting section (such as photocell 38) and independent control (column 4, lines 39-40) 
which also operates to control the correction section based on the positional information so as to 
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bring a positional relationship between the opposite side edges of the web closer to the 
predetermined positional relationship. Pisani also discloses a number of benefits and 
motivations for utilzing this invention; namely that the invention reduces the dimensions of the 
apparatus, reduces the need for operator involvement, and reduces ruffles in the fabric or web 
(see column 6, lines 7-19). Therefore, it would have been obvious for one of ordinary skill in the 
art at the time of the invention to have utilized the correction section of Pisani in order to achieve 
the benefits of reduced dimensions of the apparatus, reduced need for operator involvement, and 
reduced ruffles in the fabric or web. 

As to claim 5, Umebayashi discloses the steps of: placing an elastic member on a surface 
of the web; and forming a hole to be a leg hole in the web (see claim 2, which is word for 
identical). 



Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 
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Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

6. Claims 4 and 5 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 1 and 2 of U.S. Patent No. US 6,913,664 in view of 
Pisani (US 3,759,198). 



The claim to claim analysis is below; differences in the language are italicized. 



US 6,913,664, claim 4 


Instant Claim 1 


Analysis 


A method for producing a 
disposable worn article, 
comprising the steps of: 


A method for producing a worn 
article, the method comprising 
the steps of: 


Disposable adds virtually 
distinction, since it goes to the 
intended use of the final 
product produced by the 
method. 


placing an absorbent on a 
surface of a web; 


placing an absorbent body on a 
surface of a web; 


It appears body adds very little 
here and is either identical or 
obvious. 


folding the web in two so 
that opposite side edges of 
the web are brought close 
to each other or laid on 
each other, 


folding the web in two in a 
folding section so that opposite 
side edges of the web are close to 
or aligned with each other; 


In a folding section appears 
obvious, since it recites the 
element by its function. It's 
unclear if there is any possible 
difference in claim scope 
between "laid on each other" 
or "aligned with each other". 
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The language of the claims 






appears to read on each other. 


detecting a reference 


detecting a reference portion of 


Nearly word for word 


portion of the web to be 


the web to be used as a reference 


identical, no practical 


used as a reference in the 


in a folding operation to generate 


difference in claim scope. 


folding operation so as to 


positional information regarding 




generate positional 


a position of the detected 




information regarding a 


reference portion; 




position of the detected 






reference portion; 






correcting a path of the 


correcting a path of the web 


The first clear difference. 


web based on the positional 


based on the positional 


Word for word identical 


information so that the 


information so that the opposite 


except for the italicized 


opposite side edges of the 


side edges of the folded web are 


portions. US 6,913,664 does 


folded web are in a 


in a predetermined positional 


not recite " by bringing a 


predetermined positional 


relationship with respect to each 


contact section into contact 


relationship with respect to 


other by bringing a contact 


with the web in the folding 


each other; 


section into contact with the web 
in the folding section; 


section;' 1 '' 


bonding portions of the 


bonding portions of the folded 


Nearly word for word 


folded web to each other so 


web to each other to form a 


identical, no practical 


as to form a bonded 


bonded portion; 


significance to "so as" 
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portion; 






and cutting the bonded web 
along the bonded portion. 


and cutting the bonded web along 
the bonded portion. 


Word for word identical. 



Thus, US 6,913,664 does not claim or make obvious by bringing a contact section into 
contact with the web in the folding section. 

However, Pisani discloses a correcting a path of the web based on the positional 
information so that the opposite side edges of the folded web are in a predetermined positional 
relationship with respect to each other by bringing a contact section into contact with the web in 
the folding section by use of a contact section (elements 45) which provided between an 
upstream end of the abutting member and the nipping member for contacting an inner surface 
and/or an outer surface of the web being folded in the V or U shape, a driving section (such as 
electromagnets 69 and driving reduction unit 63 and 64, and the associated subelements of 
Figure 3) for changing a state of contact of the contact section and/or the abutting member with 
the web, and that the control section for controlling an action of the driving section. Pisani also 
uses a detecting section (such as photocell 38) and independent control (column 4, lines 39-40) 
which also operates to control the correction section based on the positional information so as to 
bring a positional relationship between the opposite side edges of the web closer to the 
predetermined positional relationship. Pisani also discloses a number of benefits and 
motivations for utilzing this invention; namely that the invention reduces the dimensions of the 
apparatus, reduces the need for operator involvement, and reduces ruffles in the fabric or web 
(see column 6, lines 7-19). Therefore, it would have been obvious for one of ordinary skill in the 
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art at the time of the invention to have utilized the correction section of Pisani in order to achieve 
the benefits of reduced dimensions of the apparatus, reduced need for operator involvement, and 
reduced ruffles in the fabric or web. 

As for claim 5, claim 2 of the US 6,913,644 patent recites "A method for producing a 
disposable worn article according to claim 1, comprising the steps of: placing an elastic member 
on the surface of the web; and forming a hole to be a leg hole in the web." This is word for word 
identical to claim 5 (except for the claim number recited). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George R. Koch III whose telephone number is (571) 272-1230 
(TDD only). If the applicant cannot make a direct TDD-to-TDD call, the applicant can 
communicate by calling the Federal Relay Service at 1-866-377-8642 and giving the operator the 
above TDD number. The examiner can also be reached by E-mail at george .koch (cv, u spto . gov in 
accordance with MPEP 502.03. The examiner can normally be reached on M-F 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Philip Tucker can be reached on (571) 272-1095. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/George R. Koch III/ 

Primary Examiner, Art Unit 1791 

4/2/2009 



